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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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Status 

1 )S Responsive to communication(s) filed on 17 February 2006 and 14 November 2005 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) [3 Claim(s) 9-30 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) M Claim(s) 23-30 is/are rejected. 
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Application Papers 
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10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Response to Amendment 

Amendment filed 2/17/06 forms the basis for this office action. In said 
Amendment, filed in apparent response to a Miscellaneous Action mailed 1/24/06 in 
which it had been indicated that a previous amendment filed 1 1/14/05 was not fully 
responsive, applicant cancelled claims 1-8 and added new claims 23-30 in relation to 
the claims filed 7/6/04. 

Information Disclosure Statement 

The examiner has considered the items listed in the Information Disclosure (IDS) 
statement filed 2/17/06. A signed copy of Form PTO-1449 is herewith enclosed. 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 23, 25, 26, 28 and 30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yamada et al (Japanese Patent Publication with publication number 
2000-173766; embodiment of Drawing 7). 

On claim 23: Yamada et al teach (see the embodiment defined by Drawing 7 and 
[0025]-[0077]) an optical semiconductor device (title and abstract), comprising: an 
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optical semiconductor element 2/3/4/5/6 ([0025]) having a circuit portion 2/3/4 and front 
portion of 6 (loc.cit.) including any one of a light receiving element and a light-emitting 
element 5 (loc.cit.) on a surface thereof; a terminal portion (back portion of 6) (N.B.: 6 
runs from the back to the front of said optical semiconductor element; cf. Drawing 7) 
which is provided on a back surface (upper surface in Drawing 7) of the optical 
semiconductor element and electrically connected with the circuit portion; a covering 
layer 1 ([0025]) which covers the surface of the optical semiconductor element and is 
made of a transparent material ([0025]); and a sealing resin 33 ([0064][0072]) which 
covers side surfaces of the optical semiconductor element (Drawing 7). Furthermore, 
the back surface of the optical semiconductor element is covered with the sealing resin 
33 ([0065]-[0072] and Drawing 7), and the terminal portion (back portion of 6) is 
exposed from (interpreted as: "to") the sealing resin (Drawing 7) near the back of the 
optical semiconductor element (as well as the front: see Drawing 7, wherein sealing 
resin 33 covers terminal portion 6 both near the front and near the back of the optical 
semiconductor element). 

On claim 25: the circuit portion and the terminal portion are connected by a 
penetrating (counter) electrode 6 provided in the optical semiconductor element as 
electrode 6 runs from the back top the front (Drawing 7; see also [0025]), hence 
extending throughout the optical semiconductor element in the thickness direction 
(Drawing 7). 

On claim 26: the circuit portion 2/3/4 and front portion of 6 of the optical 
semiconductor element and the terminal portion (back portion of 6) are connected 
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through a portion of 6 ([0025]) elongating along a side surface portion (Drawing 7) of the 
optical semiconductor element covered by the sealing resin 33 (Drawing 7 and [0064]- 
[0065]). 

On claim 28: each of the side surfaces of the optical semiconductor element are 
inclined surfaces because said side surfaces form the interface of counter electrode 6 
and sealing resin 33 while counter electrode 6 has an inclined portion deviating from the 
horizontal and vertical orientation. 

On claim 30: a boundary between the optical semiconductor element 2/3/4/5/6 
and the covering layer 1 is covered with the sealing resin at least through the coverage 
of the two points at which regions 1 , 6 and 33 abut (Drawing 7). 
3. Claims 23, 24, 27, 29 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
by Badehi (US 2001/001 8236 A1 ). Badehi teaches (see Figure 2A, title, abstract and 
[0038]-[0041]) an optical semiconductor device (title and abstract; microlens array 100), 
comprising: an optical semiconductor element 100 ([0039]) having a circuit portion 1 12 
including any one of a light receiving element and a light-emitting element (microlens 
array 100 is light receiving element) on a surface thereof; a terminal portion 108 ([0039]) 
which is provided on a back surface (cf. Figure 2A) of the optical semiconductor 
element and electrically connected with the circuit portion; a covering layer 114/116 
([0040]) which covers the surface of the optical semiconductor element and is made of a 
transparent material ([0041] and [0051]-[0052]; N.B.: SU-8 is transparent; see, for 
instance Eldridge et al (US 2003/0099737 A1 ), not as prior art but only to ascertain 
fact); and a sealing resin 104/1 18 ([0039]-[0040]) which covers side surfaces of the 
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optical semiconductor element (Figure 2A). Furthermore, the back of the optical 
semiconductor element is covered with the sealing resin through resin portion 104, and 
the terminal portion 108 is exposed to ("from") the sealing resin near the back of the 
optical semiconductor element (Figure 2A). 

On claim 24: the back surface of the optical semiconductor element is covered 
with an insulating layer 106 ([0039]) and the terminal portion 108 is formed on a back of 
the insulating layer (Figure 2A). 

On claim 27: a bump electrode 110 ([0039]) is formed on a back of the terminal 
portion. 

On claim 29: side surfaces (side surfaces towards the outside, of 1 16) of the 
covering layer 114/116 are covered with the sealing resin 1 1 8 ([0039]-[0040]). 

Response to Arguments 

Applicant's arguments filed 2/17/06 have been fully considered but they are not 
persuasive. 

In particular, applicant's first argument appears to be based on the limitation in 
new claim 23 additional over cancelled claim 2 when written in independent form ("near 
the back of the optical semiconductor element"), namely: that "neither JP 2000-173766 
nor Badehi (US 2001/0018236) discloses or suggests the subject matter of new claims 
23-30", and in particular, applicant's argument that JP 2000-173766 "in contrast" to 
showing the terminal portion exposed near the back of the optical semiconductor 
element " (as required by the claim language) "clearly shows the counter electrode 6 is 
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exposed from the resin layer 33 near the transparent substrate 1 at the front of the 
device" (see Remarks, page 7). However, 6 clearly is exposed to ("from") 33 both at its 
front and near the back. See Drawing 7. 

Because this first argument of transverse is the only one addressed to Yamada 
et al (JP 20010-173766) it follows that the rejections over Yamada must be maintained. 

The above allegation of the first argument also fails to convince in the case of 
Badehi because terminal portion 108 in Badehi (Figure 2A as cited) is exposed to 
("from") the sealing resin 1 04 near the back of the optical semiconductor element 1 00. 
Here applicant is advised that the adjective "near" (= "not far distant", see Webster's 
Collegiate Dictionary, 10 th Edition, page 775) is a term of relative degree and thus 
introduces indefiniteness in the claim language of all pending claims of the elected 
invention (23-30), as pointed out overleaf under the rejections of claims 23-30 under 35 
USC 112, second paragraph. 

Finally, applicant's second argument that the circuit portion by Badehi does not 
include any one of the light-receiving element and a light-emitting element" (page 7 of 
Remarks) is in error because the embodiment of Figure 2A is a light receiving element 
(see [0039]). 

In view of the above considerations the newly added claims 23-30 have been 
rejected over Yamada et al and Badehi as cited in the previous action on the merits. 

With regard to the Drawings, Replacement Sheet for Figure 7 as filed 1 1/14/05 
has been accepted. 
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With regard to the objection to the claims, the objection remaining in light of the 
amendments has been withdrawn but only because from the explanation and 
specification it is clear that only one interpretation of the language is possible: "exposed 
from" in applicant's language, means "exposed to". 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Johannes P. Mondt whose telephone number is 571- 
272-1919. The examiner can normally be reached on 8:00 - 18:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack W. Keith can be reached on 571 -272-6878. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



JPM 

April 27, 2006 




